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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. The factual Inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1-3, 5, 11, and 13 are rejected under 35 U.S.C. 103(a) as being 



unpatentable over Schmitter (U.S. Pat. No. 4,960,808). 



I 

Application/Control Number: Page 3 

10/531,186 

Art Unit: 1797 

From column 3 line 31 through column 4 line 39, Schmitter discloses phenolic 
stabilizers for polymers, and in column 4 lines 40-42 Schmitter discloses that a mixture 
of stabilizers can be used. In column 3 lines 31-51 Schmitter discloses that one of the 
stabilizers is a dicarboxylate, and in column 4 lines 25-39 Schmitter discloses that 
another stabilizer can be a phosphite, preferably tris(2,4-di-tert-butylphenyl)phosphite, 
which is a reducing agent of trivalent phosphorus as recited in claims 3 and 1 1 . In 
column 2 lines 8-12, Schmitter discloses that the stabilizers are used to stabilize 
polyketone polymers, which are plastics as recited in claims 4 and 13. Schmitter does 
not disclose a dicarboxylate with the specific formulas recited In claims 1-2. 

In column 3 lines 47-51 , and the sample structure at the bottom of column 3, 
Schmitter teaches that the R groups of the dicarboxylate are preferably t-butyl groups, 
matching the structure of claims 1-2. In column 3 lines 41-45, Schmitter teaches that a 
is preferably 2, matching the structure of claims 1-2, that b can be 2 to 6, encompassing 
the structures recited in claims 1-2 (b = 2 in claim 1 and b = 4 in claim 2), and more 
specifically that b is preferably 2, matching the structure of claim 1. Schmitter 
additionally teaches that n is preferably 3, meeting the condition of claims 1-2. The 
mixture of the preferred dicarboxylates of Schmitter with the preferred phosphite of 
Schmitter meets the limitations of claims 1-3 and 1 1 . While Schmitter does not disclose 
the Hazen number of the mixture, it is clear that the mixture, meeting the compositional 
limitations of the claim, must have a Hazen number meeting the claim. 

It would have been obvious to one of ordinary skill In the art to select the phenolic 
dicarboxylates and phosphites of Schmitter described above as Schmitter teaches that 
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they are preferred embodiments, and it would liave been obvious to use tliem as a 
mixture as Schmitter teaches that they can be used as a mixture. 

4. Claims 1-2, 4, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schmitter in view of Collonge (U.S. Pat. No. 4,316,996). 

The discussion of Schmitter in paragraph 3 above is incorpoated here by 
reference. Schmitter discloses a phenolic stabilizer, but does not disclose a composition 
comptlsing the stabilizer and a reducing agent in the ratios recited in claims 4 and 1 2. 

Collonge, in column 4 lines 63-67, discloses that the addition of reducing agents 
prior to filtration in the preparation of phenolic antioxidants significantly reduces the 
discoloration of organic materials stabilized with the antioxidants. In column 5 lines 16- 
22, Collonge discloses that the reducing agents are added to the reaction mixture prior 
to filtration in an amount of 2.7% by weight. As the reaction mixture consists almost 
entirely of the phenolic antioxidant, the ratio of stabilizer to reducing agent will therefore 
fall within the ranges recited in claims 4 and 12, and the mixture of the antioxidant of 
Schmitter and the reducing agents of Collonge will meet the limitations of claims 1-2. 

It would have been obvious to one of ordinary skill in the art to include the 
reducing agents of Collonge to the phenolic stabilizer of Schmitter, in order to reduce 
discoloration, as taught in column 4 lines 63-67 and column 5 lines 25-59 of Collonge. 

5. Claims 6-10 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schmitter in view of Collonge and Dexter (U.S. Pat. No. 3,644,482). 
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The discussion of Schmitter in paragraph 3 above is incorporated here by 
reference. Schmitter discloses a phenolic stabilizer, but does not disclose a method of 
preparing the stabilizer. 

Dexter, in column 6 lines 3-19, discloses the preparation of a phenolic stabilizer 
with a similar structure to that of Schmitter. The stabilizer is prepared by esterification, 
as recited in claim 6, and the preparation involves the use of a carboxylic acid meeting 
the limitations of claim 7. If the ethylene glycol in the process of Dexter is replaced with 
a polyethylene glycol or polybutylene glycol in order to make the stabilizers of Schmitter, 
the preparation will use an alcohol meeting the limitations of claim 8. Dexter does not 
disclose the use of a reducing agent in the preparation of the stabilizers. Collonge, in 
column 4 lines 63-67, discloses that the addition of reducing agents in the preparation of 
phenolic antioxidants significantly reduces the discoloration of organic materials 
stabilized with the antioxidants. In column 5 lines 16-22, Collonge discloses that the 
reducing agents are added to the reaction mixture in an amount of 2.7% by weight, 
within the range recited in claim 9. The preparation of the phenolic stabilizer of 
Schmitter by the process of Dexter and Collonge therefore meets the limitations of 
claims 6-9, and the product fonmed by the process meets the limitations of claim 1 0. 

It would have been obvious to one of ordinary skill in the art to produce the 
phenolic stabilizer of Schmitter by the process of Dexter and Collonge, as Dexter 
teaches that esterification is a suitable method of preparing phenolic antioxidants, and 
Collonge teaches that the addition of reducing agents to the reaction mixture reduces 
discoloration of organic materials stabilized with the antioxidant. 
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Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Larson (U.S. Pat. No. 3.535,249) discloses antioxidant compositions comprising 
a phenolic antioxidant and a reducing agent. 

Katz (U.S. Pat. No. 5,234,702) discloses that ascorbic acid, a reducing agent, 
can regenerate phenolic antioxidants. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Goloboy whose telephone number is 571-272- 
2476. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on 571-272-1444. The fax phone number 
for the organization where this application or proceeding Is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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